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Priority 

Applicant is advised that they are not entitled to the benefit of the priority date of 
the provisional application as the claims are not fully supported by that disclosure. For 
instance, while the provisional application discloses specific examples of components 
(A) and (B) that adhere to the structural description of these components, said specific 
examples do not enable the full molecular weight ranges and, hence the full range(s) for 
the number of repeat units of either component. Also, the provisional application only 
contemplates vinyl group-substituted polydimethylsiloxane or 

diphenyldimethylpolysiloxane whereas component (A) of the instantly claimed invention 
also contains mention of those polymers bearing ethyl and propyl substituents as well 
as terminal groups other than vinyl. Similar remarks can be made concerning the lack 
of enablement of all permutations of component (B) of the claimed invention. Although, 
there are numerous other claimed aspects that the provisional application fails to fully 
support, a comprehensive outline of the provisional application's deficiencies will not be 
provided herein for brevity. Each of the independent claims recites the same limitations 
with respect to components (A) and (B). Thus, it can be stated that none of the claims 
are fully enabled by the provisional application. This is important because Applicant 
admits sales activity of products made by a process consistent with that presently 
claimed more than one year prior to the filing date of the present application. 

As an aside, Applicant purports that Formulations C and O, which they 
acknowledge were offered for sale more than one year prior to the filing date of the 
present application, have "an effective filing date" that is the same as the filing date of 
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the provisional application ostensibly because they were first described in a printed 
publication on that date. However, this information would not appear to be material to 
an on-sale bar. For the purposes of making a rejection under 35 U.S.C. 102(b) using 
the rationale that revealed commercial activity represents an on-sale bar, the so-called 
effective date is that where the product was first offered for sale. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

SSJS i™ 6 "? 0 " T S pate ? ted ° r described in a Priced publication in this or a foreign country or in public 
use or on sale in th,s country, more than one year prior to the date of application forpatent Ke United 

Claims 1-7, 9-15 and 17-33 are rejected under 35 U.S.C. 102(b) based upon a 
public use or sale of the invention. The Examiner's entire rationale for this rejection was 
originally articulated in the Office correspondence dated July 27 and remains largely the 
same except that the Examiner's initial contention was that at least formulations C and 
O had been made available for sale more than one year prior to the effective filing date. 
It is now appreciated that, in fact, the sales activity had been less than one yearbefore 
the provisional application but Applicant cannot claim the benefit of said provisional 
application for the reasons set forth above. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth ,n sect.on 102 of this title, if the differences between the subject matter sougS to £ S patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,4-6, 23, 28, and 34-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kuwata et al., U.S. patent # 4,987,169. 

Claims 2, 3, 19-27, and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kuwata et al., U.S. patent # 4,987,1 69 in view of the dictionary 
definition of "mill" taken from Merriam-Webster's Dictionary. 

It is noted for the record that all of claims 1 -6, 1 9-29, and 33-37 take the form of 
product-by-process claims. "Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process" In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
"The Patent Office bears a lesser burden of proof in making out a case of prima facie 
obviousness for product-by-process claims because of their peculiar nature" than when 
a product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 
180 USPQ 324, 326 (CCPA 1974). 

Once the examiner provides a rationale tending to show that the claimed product 
appears to be the same or similar to that of the prior art, although produced by a 
different process, the burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior art 
product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983). 
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The fact that these claims are product-by-process claims is significant because, 
while Applicant has implicitly suggested that the claimed gels are different from those of 
the prior art (Applicant states in paragraph 10 that an objective of their invention is to 
prepare high viscosity, clear silicone gels and paragraph 9 implies that this goal has not 
yet been realized), they have not substantiated that the claimed gels are different from 
those of the prior art by the presentation of empirical evidence. Indeed, Applicant has 
provided no comparative examples of similarly constituted gels that, although they were 
prepared from similar starting materials, were nonetheless inferior in their clarity. This is 
important because, in the absence of any empirical data, the Examiner cannot conclude 
with any certainty that the processes (i) where polymerization is initially carried out with 
mixing, and said mixing is halted when gelling is observed or (ii) wherein the 
polymerization reaction is carried out in a manner in which a substantial portion of the 
reaction mass is not subject to substantial shearing forces do, in fact, provide a different 
product as evidenced by its different properties. For this reason, the rejections over 
Kuwata et al. are hereby maintained. The relevant teachings and their locations in the 
reference were provided in the correspondence dated July 27. 

Applicant is encouraged to submit a 132 Declaration containing carefully devised 
experiments that clearly illustrate the formation of different products when formation of a 
gel entails exposure to shear throughout the polymerization (as would appear to be the 
case in Kuwata's invention) versus the instant cases where mixing is stopped at the 
point that gelation is witnessed or a substantial portion of the reaction mass is not 
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subject to substantial shearing forces during polymerization. In doing so, Applicant 
should avoid comparative processes where more than one variable is different for the 
obvious reason that it would be impossible to ascertain which variable was responsible 
for any differences in the product obtained. Of course, a properly executed declaration 
would serve only to obviate the 35 U.S.C. 103 rejections as it does not represent a 
means of overcoming an on-sale bar. 

Allowable Subject Matter 

Claim 16 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. Although it is quite possible that the method 
employed to prepare Formulations C and O also included the limitations of claim 16, this 
cannot be confirmed as Applicant's description of on-sale activity does not expressly 
mention a formulation made using this approach. 



Applicant's amendment necessitated the new ground(s) of rejection presented 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



in 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571 -272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



November 17, 2004 





MARGARET G.MOORE 
PRIMARY EXAMINER 



